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S5 TRADE DRESS

IN SUMMARY

—Consider protectability of trade dress
early in the store design process.
Ideally, the claimed trade dress will
consist of several unique and

evocative elements of design.

-Keep in mind the catch-22: a larger
combination of claimed elements of
trade dress makes protectability more
likely, but also makes prevailing on
an infringement claim more

challenging.

—Create advertising that features the
claimed trade dress and/or touts its

distinctiveness.

~Be consistent when designing the
trade dress of a chain of

establishments.
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%= Trade dress protection of interior store

designs in the US

By Anessa Owen Kramer and Chanille Carswell of Brooks

Kushman

n addition to the trademarks merchants

rely upon to establish brand

identification, the Lanham Act allows
US merchants to protect the trade dress of
their goods and services." Most often
though, when one thinks of “trade dress,”
product packaging or labelling is what
comes to mind, In fact, any tangible “thing”
which dresses a good and is “objectively
observable by the senses”™ can constitute
trade dress.” For example, trade dress

protection has been recognised tor the

design of magazine and book covers,*
cheerleading uniforms,” and even the design
and appearance of the El‘ading tfloor of the
New York Stock Exchange.”

US courts have long held that trade dress
protection also extends to distinctive
restaurant décor” Perhaps the most well
known of those decisions is Trwo Pesos, fne. v
Tuco Cabana, Inc, in which the US Supreme
Court upheld a jury verdict on a trade dress
infringement claim in favour of the owner of
a chain of Mexican restaurants which
described its trade dress in part as "a festive
cating atmosphere having interior dining

and patio areas decorated with artifacts,

|}|‘i3__l;hl colours, paintings and murals."”
Citing Tiwo Pesos, the Ninth Circuit later
noted that “Ti
restaurants and similar establishments may
have a total visual appearance that
constitutes protectable trade dress.”™

With this groundwork laid and considering
the creative (and no doubt costly) extremes
retailers go to in order to create a unique
shopping experience, it is not surprising that
a number of retailers now seek trade dress
protection for signature store designs and

motifs. Many, we found, have been successful,

Federal registration

United States Patent and Trademark Office
(USPTO) examiners reviewing any type of
trade dress application must consider the
item's “total image and overall appearance,™
including “features such as size, shape, colour
or colour combinations, texture, graphics, or
even particular sales techniques.”™ But,
trade dress is only eligible for registration on
the Principal Register if it is: 1)
nonfunctional, and 2) cither inherently
distinctive or has acquired distinetiveness

through secondary meaning.”'



Functionality

Trade dress protection will be denied if the
features a merchant seeks to protect are
primarily functional. That is, if the features

are “es

sential to the use or purpose of the

a

article” or affect cost or quality."™ Trade
dress is also unprotectable if granting
exclusive rights to one seller would put
competitors at a “significant nen-reputation
related disadvantage,” effectively
handicapping their ability to compete.'
With respect to décor specifically, courts
have said that trade dress comprised
primarily of clements which ave strictly
utilitarian or typical in the industry (such as

equipment, colour schemes, layouts, or
1

decorative accessories) are not protectable.
However, consistent with the courts’
mandate that trade dress be examined as a
whole, protection is available if certain
¢lements that make up the trade dress are
functional, but the merchant can show that
its “particular combination and arrangement
of design elements . . . distinguish it from
others using the same concept,” and the
merchant's "])al'ticular ihr(-gmtinm of
clements leaves a multitude of alternatives”
for competitors,”” An ¢xaminer may not
parse the elements claimed as trade dress
and deny registration just because some of
those elements are functional.

For instance, the Ninth Circuit in Clicks
Billiards, Inc. v Sixshooters, Inc., supra,
reversed the district couwrt's finding on
summary judgment that the overall image
of plaintift’s billiards hall was funetional,
purely aesthetic and not source identifying,
The Court noted that certain elements of
the plaintiff’s claimed trade dress, such as
the lamps which illuminated the pool tables
and counters for drinks, were purely
functional and could not be protected from
copying. But, it pointed out that the plaintiff
claimed a number of other arbitrary
elements as well, including “the size,
placement and layout of the pool tables; the
colour combination, including the contrast
between the carpet and the dark woods; the
]Tghting; the neon beer signs, bar tap
handles, and the like; the cue racks; the
selection of video games; the floor covering;
the wall treatment; the drink rails; and the
millwork.”"¥ When all of the elements were
considered as a whole, the Clicks Billiards
Court found that there was a question of
fact as to whether the plaintift’s trade dress
was nonfunctional.

Likewise, in Best Ceblars, Inc. v IWine Made
Simple, Inc.,'” the Court found that

defendant failed to show that the overall
décor and design of plaintift’s wine shop was
functional despite a number of elements
which either served a practical purpose
(arranging wines by taste category, colour
coding, signage, manner of storage, layout)
or were common in the industry (storing
wine bottles horizontally in racks, displaying
a single bottle, placing informational cards
at uniforin height). The Court noted that
“the law does not require that every element
of trade dress be arbitrary™® Rather, it is
the combination of clements that defines the
protectable trade dress, because it is the
combination that a customer would perceive
upon entering the store.”™

Clicks Billiards and Best Ceflars illustrate
that, even if a number of décor clements
considered in isolation are tunctional, the issue
“is whether, talken as a whole, the overall look
and feel of the establishment is functional.”™"

Distinctiveness
Once you have proven that your décor is not
functional, you must show that it is either
inherently distinetive or has acquired
distinctiveness through secondary meaning.”!
As with functionality, trade dress can be
inherently distinctive even if it incorporates
elements which are not.”® But, proving
inherent distinctiveness with respect to décor
appears to be a difticult hurdle to overcome.
A mark is inherently distinctive if its
“intrinsic nature serves to identify a
particular souree.™" The test is whether a

mark is: 1) a “common” basic shape or

rn; 2) unique or unusual in the field in
which it is used; ) a mere refinement of a
commonly adopted and well-known form of
ornamentation for a particular class of
goods viewed by the public as a dress or
ornamentation for the goods; or 4) capable
of creating a commercial impression
distinct from the accompanying words.** It
appears few courts or examiners have found
décor-based trade dress which satisfies
this threshold.”®

In In re Hudson News Co., supra, one
applicant appealed a refusal to register its
“blue motit” which consisted of "blue neon
lighting associated with the store name and
publication(s) displays, blue carpeting, blue
accents, and blue employee uniforms. . .
Cand] clear, acrylic plastic shelving and
coverings for displays which both reflect
and allow for the passage of the reflected
bluish light throughout.”*® The Trademark
Trial and Appeal Board (TTAB)*™ aftirmed
the refusal stating that the claimed trade

dress was "quite pedestrian,” contrary to the
applicant’s burden of showing that it was
“immediately recognisable as a distinctive
way of identifying the source of the store
services.™ Rather, the TTAB said that
consumers would likely only regard the
“blue motif™ as interior decoration,
inasmuch as many of the claimed elements
could be found in a number of other
establishments.

In re Hudson appears to be representative
of a common ground for refusal of décor-
based trade dress applications — that the

asserted design elements are not sufficiently
distinetive to be perceived by consumers as a
source identifier without a showing of
acquired distinctiveness (secondary
meaning). In fact, with only one exception,
all of the successful applications reviewed by
the authors were only allowed after a
showing of acquired distinctiveness.*

To establish that trade dress has acquired
distinctiveness, one must show that “in the
minds of the public,” the primary
signiticance of the dress is to identify its
source rather than the dress itself®
USPTO examiners consider: 1) the length
and exclusivity of use by the applicant; 2)
the type and amount of advertising of the
mark in the US; and 3) an applicant’s
efforts to associate the mark with the goods
or services identified in the application,
such as through unsolicited media
coverage.® We found that applicants who
were stccessful in establishing sccondary
meaning proftered evidence showing
promotion of their trade dress and the
public’s recognition of it, including things
such as advertisements, evidence of
amounts spent on advertising and
promotion, media coverage of the features
claimed as trade dress, consumer
testimonials touting the uniqueness of the
dressand their association of it with the
goods and services offered, and declarations
affirming lengthy and exclusive use.”* One
must be mindful, however, that evidence
submitted, such as an advertisement, can
only bolster a claim of acquired
distinctiveness it it actually promotes the

specific elements claimed as trade dress.™

An alternative

Rather than attempt to argue around a
refusal based on an absence of inherent
distinctiveness or demonstrate acquired
distinctiveness, some applicants opt for
registration on the Supplemental Register,
which provides fewer advantages than the



Principal Register. Most notably,
Supplemental registration will not
constitute prima facie evidence of the
registrant’s right to use the mark, it will
not constitute constructive notice of the
claim of ownership or constructive use for
priority purposes, and it can never become
incontestable.” But, a Supplemental
Registrant can, infer alia, be cited against
future applications of confusingly similar
marks on the principal or supplemental
register, and registrants can bring suit for
infringement in federal court, and use the

registration svmbol &,

Final thoughts

Merchants attempting to secure protection
for the décor of a chain of establishments
should be mindful of maintaining uniformity
among them. Failure to maintain a uniform
or consistent appearance throughout the
chain can jeopardise a finding that the décor
15 “unique or unusual.™?

Be aware that the level of distinctiveness
one must show to register décor can create a
bit of a catch-22 in later attempts to take
action against infringers. The very same
amalgam of elements which establish
distinctiveness may also make it ditticult in
an enforcement action to prove that there is a
likelihood of confusion between one trade
dress and another, “That is because
defendant-competitors who have some
similar elements as well as noteworthy
dissimilar elements in their trade dress may
be able to show that the specific combination
of elements that they use also constitutes
protectable trade dress, and that consumers
are unlikely to confuse the two,"

Overall, décor-based trade dress
protection is not difficult to attain if care is
taken not to simply replicate common
industry elements and, in the likely event of
a refusal for lack of inherent distinctiveness,
you are prepared to show that your design

has acquired distinctiveness, %=
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