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Gorham Mfg. v. White, 81 U.S. 511, 528 (1871)
• “That if, in the eye of an ordinary observer, 

giving such attention as a purchase 
usually gives, two designs are 
substantially the same, if the 
resemblance is such as to deceive such 
an observer, inducing him to purchase 
one supposing it to be the other, the 
first one patented is infringed by the other.” 
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Egyptian Goddess, Inc. v. Swisa, Inc., 543 F.3d 665, 676 
(Fed. Cir. 2008)(en banc)
• The ordinary observer as being “deemed to view the difference between the patented design 

and the accused product in the context of the prior art.”  The Federal Circuit tuned the ordinary 
observer test towards novelty because: “[w]hen the differences between the claimed and 
accused design are viewed in light of the prior art, the attention of the hypothetical ordinary 
observer will be drawn to those aspects of the claimed design that differ from the prior art.” 
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Ethicon Endo-Surgery, Inc. v. Covidien, Inc. 796 F.3d 
1312 (Fed. Cir. 2015)
• “Where the claimed and accused designs are 

‘sufficiently distinct’ and ‘plainly dissimilar,’ 
the patentee fails to meet its burden of proving 
infringement as a matter of law. If the claimed 
and accused designs are not plainly dissimilar, 
the inquiry may benefit from comparing the 
claimed and accused designs with prior art to 
identify differences that are not noticeable in 
the abstract but would be significant to the 
hypothetical ordinary observer familiar with the 
prior art.”
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Crocs, Inc. v. I.T.C., 598 F.3d 1294, 1303 (Fed. Cir. 
2010)
• The ordinary observer test applies to the patented design in its entirety, as it is claimed. See 

Braun, Inc. v. Dynamics Corp. of Am., 975 F.2d 815, 820 (Fed. Cir. 1992). “[M]inor
differences between a patented design and an accused article’s design cannot, and 
shall not, prevent a finding of infringement.” Payless Shoesource, 998 F.2d at 991 
(quoting Litton Sys., Inc. v. Whirlpool, 728 F.2d 1423, 1444 (Fed. Cir. 1984)).
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Contessa Food Products, Inc. v. Conagra, Inc., 282 F.3d 
1370 (Fed. Cir. 2002)
• All views of the accused device “must be compared with the patented design as a whole . . . 

To determine infringement.”
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Some Examples:
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Columbia Sportswear North Am., Inc. v. Seirus Innovative Accessories, Inc., 3:17-cv-01781 (S.D. Cal. 2018)
Columbia Sportswear North Am., Inc. v. Seirus Innovative Accessories, Inc., 3:15-cv-00064 (D. Or. 2016)



Some Examples:
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In re Certain Convertible Sofas and Components Thereof, 337-TA-1122 (ITC 2018)



Some Examples:
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Samsung Elecs. Co. v. Apple Inc., 137 S. Ct. 429 (2016)



DESIGN PATENTS ARE BEST WHEN 
THERE IS A DESIRE TO COPY

New Products
Replacement Parts

Trade Indicators
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New Products
• Pioneering Designs
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Replacement Parts
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Gillette
Gillette Company v. BK Gifts, No. 13-cv-
02241 (N.D. Ohio 2013)

D’422751; D’575454; D’531518; 
D’415315; D’430023; D’440874

Permanent injunction à settlement
Gillette Co. v. Juba Razors, No. 14-cv-418 
(S.D. Ohio 2014)

D’ 422751; D’531518; D’533684; 
D’604904

Settlement
Gillette Co. v. Generic Shavers, No. 14-cv-
419 (S.D. Ohio 2014)

Settlement



Trade Indicators

13

USD790336
USD48160

USD555333

USD434136



DESIGN PATENTS ARE BEST WHEN 
THERE IS A DESIRE TO COPY

New Products
Replacement Parts

Trade Indicators
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Effective Design Patent Enforcement Techniques

• NEW PRODUCTS
• Key to Effective Coverage 

• Partial Claiming
• Multiple Applications
• Multiple Embodiments*
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BK BREWER - Partial Claiming
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Shape
Metallic or solid ring Alt. Embodiment



Partial Designs
• Avoid Adding Unnecessary Limitations

• Only features necessary to overcome prior art
• Separating design concepts
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Instrument PanelHousing

Lid Lid + 
connecting 
mechanism 

Lid + 
connecting 

mechanism + 
bottle 



Drafting Design Patents with Scope
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Multiple Embodiments

If too broad risk prosecution estoppel

Five distinct groups of designs:
1) Four circular holes and a hatch (figure 1)
2) Four circular or square holes and no hatch 

(figures 7 & 12)
3) No holes and a hatch (figure 8)
4) No holes and no hatch (figure 9)
5) Two oval or rectangular holes and a hatch 

(figures 10 & 11).

By removing broad claim language referring to alternate configurations and cancelling the individual 
figures showing the unelected embodiments, the applicant narrowed the scope of his original 
application, and surrendered subject matter.

Pacific Coast Marine Windshields Limited v. Malibu Boats, LLC, 739 F.3d 694 (Fed. Cir. 2004)



Drafting Design Patents with Scope
• Multiple Embodiments

• “A visual disclosure may be inadequate—and its 
associated claim indefinite—if it includes multiple, 
internally inconsistent drawings.” – In re Maatita, 900 
F.3d at 1375
• Errors and inconsistencies that do not preclude the overall 

understanding of the design as whole – Id. at 1375-76

• “[I]nherently three-dimensional” articles that cannot be 
adequately disclosed with a single planar-view drawing 
may require multiple drawings to satisfy the description 
requirement – In re Maatita, 900 F.3d at 1378

• “So long as the scope of the invention is clear with 
reasonable certainty to an ordinary observer, a design 
patent can disclose multiple embodiments within 
its single claim and can use multiple drawings to do 
so.” – In re Maatita, 900 F.3d at 1377
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Design

Examiner Developed Embodiments



Drafting Design Patents with Scope
• Life of Design Patent

• 15 years from date of issue
• No Maintenance Fees

• Utility Patent
• Life of patent varies because based on date of filing

• 20 years from date of filing
• Maintenance Fees Due at 3.5, 7.5, and 11.5
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Prosecution

Prosecution

15 year term

Life of Patent
Utility

Design

Life of Patent

20 year term



Drafting Design Patents with Scope
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Drafting Design Patents with Scope

22



Claiming Benefit and Priority
• Non-provisional utility

• Where the conditions of 120 are met, a design application may claim benefit of the filing date of an earlier filed U.S. 
Non-Provisional or PCT application under 35 U.S.C. 120. Racing Strollers Inc. v. TRI Industries Inc., 878 F.2d 1418, 11 
USPQ2d 1300 (Fed. Cir. 1989). 

• International Design Applications
• Priority may be claimed under 35 U.S.C. § 386(a) within 6 months of filing if application designates at least one country 

other than the U.S.
• Like a PCT application, benefit may also be claimed under 35 U.S.C. § 120 if international application designates the 

U.S.

• Provisional applications
• No priority granted from provisional applications for design applications – 35 USC §172

• Foreign applications 
• “[t]he right of priority [provided under 35 U.S.C. 119(a)-(d)] shall be six months in the case of designs” – 35 USC §172

23



Drafting Design Patents with Scope – Foreign Markets
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Global lack of uniformity

United States Canada Japan China Taiwan

Specification
• Brief description – 37 

CFR 1.154
• In practice may 

be limited to title

Drawings
• Only 1 view required
• Allows dashed and 

shading lines

Claiming
• Permits partial designs 

(claiming portion of 
product)

Grace Period
• 12 months

Specification
• Diligent description of 

all aspects of intended 
use

Grace Period
• 12 months

Specification
• Diligent description of 

all aspects of intended 
use

Drawings
• 6 orthogonal views 

required
• Allows 

extrapolating 
drawings from 
US patent

• Recently permits 
dashed and shading 
lines

Grace Period
• 12 months

Drawings
• 6 orthogonal views 

required
• No dashed or shading 

lines

Claiming
• Must claim and show 

entire product

Drawings
• Permits dashed lines or 

does not permit 
shading lines

Grace Period
• 6 months



BK BREWER – Protecting Foreign Interest
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Shape Metallic or solid ring Coffee Pot

US - Partial
China - Full

May delete with 
preliminary amendment 

to avoid risk of 
restriction requirement



Drafting Design Patents with Scope – Foreign Markets
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Example
• US: partial designs
• China: entire product

How do you file a patent in the US 
without forfeiting foreign markets? 



Drafting Design Patents with Scope – Foreign Markets
• Option 1: multiple applications

• Avoids restriction requirements
• May limit invention in unintended ways
• Expensive up-front cost

• Option 2: preliminary amendment
• File all embodiments necessary for foreign 

priority and continuations
• Avoid restriction requirement
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• FIGS. 5-12 are views similar to FIGS 1-4, but with all features drawn in solid lines. The scope of the claimed design of this 
application is defined by FIGS 1-4, and not by FIGS. 5-12. However, FIGS 5-12 are included in this application as originally 
filed to provide antecedent basis for possible future amendments to FIGS. 1-4 in accordance with paragraph (A) of MPEP 
1503.01 (II). Applicants intend to delete FIGS. 5-12 and this paragraph from this application before this application issues.

US - Partial Foreign - Full



Obviousness
• “To determine whether one of ordinary skill would have combined teachings of the prior art to 

create the same overall visual appearance as the claimed design,” the fact finder must first 
“find a single reference, a something in existence, the design characteristics of which are 
basically the same as the claimed design.” Campbell Soup Co., at *2 (quoting Apple, Inc. v. Samsung 
Elecs. Co., 678 F.3d 1314, 1329 (Fed. Cir. 2012))

• To identify a primary reference, one must: “(1) discern the correct visual impression created by 
the patented design as a whole; and (2) determine whether there is a single reference that 
creates ‘basically the same’ visual impression.” If a primary reference exists, related 
secondary references may be used to modify it. Campbell Soup Co., at *2 (Fed. Cir. 2019) (quoting 
Durling v. Spectrum Furniture Co., 101 F.3d 100, 103 (Fed. Cir. 1996))
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Obviousness
“In the design patent context, the ultimate inquiry under section 103 is whether the claimed 
design would have been obvious to a designer of ordinary skill who designs articles of the 
type involved.” Campbell Soup Co. v. Gamon Plus, 2019 WL 4678100, at *2 (Fed. Cir. 2019)
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‘646 Patent Linz reference Samways reference



Obviousness
• The Board found that Linz was not a proper primary reference. Specifically, it found that 

“Linz does not disclose any object, including the size, shape, and placement of the object in 
its display area” and “fails to disclose a cylindrical object below the label area in a similar 
spatial relationship to the claimed design.”
• [W]e reverse the Board’s factual finding that Linz is not a proper primary reference for lack of 

substantial evidence support. Campbell Soup Co., at *2

• The Board further found that Samways was not a proper primary reference. Specifically, it 
found that “significant modifications would first need to be made to Samways’ design, 
such as combining two distinct embodiments of the utility patent,” which is “not a design in 
existence.”
• Accepting the Board’s description of the claimed designs as correct, substantial evidence supports 

the Board’s finding that Samways is not a proper primary reference. Campbell Soup Co., at *3
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IPRs – Institution Phase
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https://www.uspto.gov/sites/default/files/documents/trial_statistics_2019_february.pdf

• IPRs are less likely to be instituted for design patents 
• Instituted 40% of the time -- compared to over 66% for other patents



IPR – Decision Phase
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IPR Results

Patentable Unpatentable - Total Unpatentable - 102 Unpatentable - 103

10
Unpatentable
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4
Patentable

4
Anticipated

(all also found 
obvious)

100%
Obvious

*Based on search using USPTO database at https://developer.uspto.gov/ptab-web/#/search/proceedings

10
Obvious

1-8-14 to 10-23-18

https://developer.uspto.gov/ptab-web/


Example: IPR2016-00816
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Design
(‘970 Patent)

Prior Art
(Chen ‘393)

Design features: (1) Curved legs that bow outward (2) No fabric covering exposed legs (3) Outward 
flaring at top of the legs



Example: IPR2015-00416
34

Design (‘982 Patent)

Prior Art
Coupler Manual

Int’l Standard

Hub coupler

“[T]he Coupler Manual is a suitable primary reference because the Coupler Manual warning symbol gives the 
same overall impression when compared to the claimed warning symbol design as a whole . . . minor differences 
in the designs are little, if any, significance to the ordinary observer



Obviousness
• Modifications are not de minimis if they relate to the over all 

aesthetic appearance of the design of a base reference – In re 
Carter, 673 F.3d 1378, 1380 (CCPA 1982)

• When more than de minimis modifications are required to make a 
prior art design look like a claimed design, the prior art design does 
not qualify as a basic reference – In re Harvey, 12 F.3d 1061, 165 (Fed. 
Cir. 1993)
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Prior Art 
USD373,979

Design ’526 Patent 

Prior Art 
US2003227109



DESIGN PATENTS ARE BEST WHEN 
THERE IS A DESIRE TO COPY

New Products
Replacement Parts

Trade Indicators
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Effective Design Patent Enforcement Techniques

•REPLACEMENT PARTS
• Key to Effective Coverage 

• Partial Claiming
• Multiple Applications
• Multiple Embodiments
• Focus on “design[s] to match other 
parts of a whole” for “the aesthetic 
appeal”
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Automotive Body Parts Association v. Ford Global 
Technologies, LLC, 930 F.3d 1314 (Fed. Cir. 2019)

• Replacement Parts

• Copying 

• Functionality

• Exhaustion
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Functionality Doctrine – Judicially Created Exception
• Design Patent

• “new, original and ornamental design[s] for an article of manufacture”

• Really a Lack of Ornamentality
• FUNCTIONALITY

• “A design or shape that is entirely functional, without ornamental or decorative aspect, does not meet the 
statutory criteria of a design patent.” Hupp v. Siroflex of Am., Inc., 122 F.3d 1456, 1460 (Fed. Cir. 1997).

• HIDDEN FROM VIEW
• Where items hidden from view, “appearance cannot be a matter of concern.” In re Stevens, 173 F.2d 1015, 

1015 (CCPA 1949).
• “It seems naïve in the extreme to believe that anyone would try to ‘ornament’ the rubber gasket on the 

underside of the bung cap for a gasoline drum.” In re Carletti, 328 F.2d 1020 (CCPA 1964).
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Functionality Doctrine – Judicially Created Exception
• Functionality Standard – Design Patents

• "[T]he design must not be governed solely by function, i.e., that 
this is not the only possible form of the article that could 
perform its function." Rosco, Inc. v. Mirror Lite Co., 304 F.3d 1373 
(Fed. Cir. 2002)

• “We have often focused, however, on the availability of 
alternative designs as an important—if not dispositive—factor in 
evaluating legal functionality.” – Ethicon Endo-Surgery, Inc. v. 
Covidien, Inc., 796 F.3d 1312 (Fed. Cir. 2015)

• “[E]stablished law bars design patents on primarily functional
designs for lack of ornamentality”

Auto. Body Parts Ass’n v. Ford Global Techs., LLC, 930 F.3d 1314, 1316 
(Fed. Cir. 2019) [hereinafter ABPA]
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Automotive Body Parts Association v. Ford Global 
Technologies, LLC, 930 F.3d 1314 (Fed. Cir. 2019)

41

• Functionality
• “We hold that, even in this context of a 

consumer preference for a particular design 
to match other parts of a whole, the aesthetic 
appeal of a design to consumers is 
inadequate to render that design functional.”



Replacement Parts – Coordinating Design Elements
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Replacement Parts – Surface Texture
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• BK Coffee Brewer

Surface Texture Design



Replacement Parts – Patterns
• Design patents are limited to “article[s] of manufacture”

• Apple v. Samsung: “Broad enough to embrace both a product sold to a consumer and a component of the 
product, whether sold separately or not” 137 S. Ct. at 436 (2015) 

• Curver Luxembourg, SARL v.  Home Expressions Inc. (Fed. Cir. 2019)
• Title define article of manufacture and may be limiting

• TITLE: “Pattern for a Chair” 

• Similar design on basket was non-infringing
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For more information regarding this case visit https://www.brookskushman.com/newscategory/presentationspublications/practical-considerations-
for-article-of-manufacture-in-design-patent-law-after-curver-luxembourg-sarl-v-home-expressions-inc/

https://www.brookskushman.com/newscategory/presentationspublications/practical-considerations-for-article-of-manufacture-in-design-patent-law-after-curver-luxembourg-sarl-v-home-expressions-inc/


Replacement Parts – Surface Texture
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• BK Coffee Brewer

Surface Texture Design

Other Potential Claims
The ornamental design of a surface pattern for a pot, as shown and 
described. 
The ornamental design of a surface pattern for a kitchen appliance, 
as shown and described.  
The ornamental design of a surface pattern for a pot, container, or  
appliance or the like, as shown and described. (MPEP1504.04.)



Replacement Parts – Coordinating Design Elements
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Color
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Color – How to Claim
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• Color photographs can be included to claim color as an aspect of a design



Color - How to Claim 
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• Color range in description
• RGB color ID
• RAL color ID
• Pantone PMS color ID

“We consider color to be ornamentation that may play a role in the patentability of 
the claimed design” – Johns Manville Corp. v. Knauf Insulation, Inc., 2017 Pat. App. 
LEXIS 3419, at *28 (USPTO BPAI 2017)



DESIGN PATENTS ARE BEST WHEN 
THERE IS A DESIRE TO COPY

New Products
Replacement Parts
Trade Indicators
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A Design Patent and Trade Dress Can Protect the Same Thing



Complimenting Trademark with Design Patents
• Trademark Protection

• “[A]ny word, name, symbol, or device, or any combination thereof” used to distinguish goods from 
those manufactured or sold by others – 15 USC § 1127
• “‘Trade dress’ refers to ‘the image and overall appearance of a product.’  It embodies ‘that arrangement of 

identifying characteristics or decorations connected with a product, whether by packaging or otherwise, [that] 
makes the source of the product distinguishable from another…’”
Abercrombie & Fitch Stores, Inc. v. American Eagle Outfitters, Inc., 280 F.3d 619, 629 (6th Cir. 2002) quoting Ferrari S.P.A. 
Esercizio v. Roberts, 944 F.2d 1235, 1238-39 (6th Cir. 1992)

• Design Patent Protection
• “[A]ny new, original, and ornamental design for an article of manufacture may obtain a patent 

thereof, subject to the conditions and requirements of this title.” – 35 USC § 171
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Color
• Design Patent

• “As a preliminary matter, we note that this court has determined that color may play a role in 
the patentability of a claimed design” – In re Haruna, 249 F.3d 1327, 1336 (Fed. Cir. 2001)

• Trade Dress
• “In Qualitex, the Supreme Court permitted a party to trademark a particular color only after 

explaining that protection might not be available if the ‘color serve[d] a significant non-
trademark function.’” – ABPA, 930 F.3d at 1320

53



54

Comparison
TRADE DRESS

• Functionality
• Question of fact
• Plaintiff’s burden to prove a negative (“non-functionality”)
• Standard: essential to use or affects cost or quality
• Aesthetic appeal is relevant

• Monopoly over symbols that distinguish a firm’s 
goods and identify their source 

• Unlimited period of time
• Infringement: likelihood of confusion in the 

marketplace
• Appealed to regional circuit courts

DESIGN PATENT
• Functionality

• Question of fact as to whole & question of law as to 
features

• Defendants’ burden to prove functional
• Standard: primarily non-functional or alternatives
• Aesthetic appeal is irrelevant

• Exclusive rights to a particular aesthetic or 
design 

• Limited period of time (15 years from date of 
issuance)

• Infringement: whether ordinary observer familiar 
with prior art would be deceived

• Appealed to Federal Circuit

• Trademarks and design patents serve different purposes and have different 
governing law – ABPA, 930 F.3d at 1320



Complimenting Trade Dress with Design Patents

• Fanciful
• Arbitrary
• Suggestive

• Descriptive

• Generic

55

Inherently distinctive 
(protectable)

Abercrombie & Fitch Co. v. Hunting World, 537 F.2d 4 (2d Cir. 1976)

Design patent 
15 year opportunity to develop 

secondary meaning

Not protectable

Requires secondary 
meaning



Christian Louboutin S.A. v. Yves St. Laurent Am. 
Holding, Inc., 709 F.3d 140 (2d Cir. 2013)
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Complimenting Trade Dress with Design Patents
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QUESTIONS?
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